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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 09/14/07 has been entered. 

This action responds to the amendment filed in conjunction with the aforementioned 
RCE. Neither the prior art rejections nor the double patenting rejections have been overcome yet. 
Refer to the aforementioned amendment for more details concerning applicant's rebuttal 
arguments and remarks. 

This is an RCE of applicant's earlier Application No. 10/092300. All claims are drawn to 
the same invention claimed in the earlier application and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the earlier 
application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action in 
this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

Therefore, all pending claims are finally rejected as postulated infra on the written record: 

Election/Restrictions and Claim Disposition 

1 . This application contains claims 1 5-23, 32 and 34-35 drawn to an invention nonelected 
with traverse in Paper No. 12/05/03. A complete reply to this final rejection must include 
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cancellation of nonelected claims or other appropriate action (37 CFR 1.144) See MPEP 
§821.01. 

2. Claim 39 has been cancelled without prejudice or disclaimer. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

4. Claims 1 and 10 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-3, 1 1 and 15 of U.S. Patent No. 6797435 in 
view of Amatucci et al 5705291 . Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons: 

The '435 patent claims the following (CLAIMS 1-3, 1 1 and 15): 
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1. A positive active material for a rechargeable lithium 
battery comprising: 

a core comprising, a lilhiaietl compound; and 
1.5 at least two surface-treatment layers formed on said core, 
each of said surface-treatment layers comprising at 
least one compound selected from the group consisting 
of a coating -element-included hydroxide, a coating- 
element -included oxy hydroxide, a coating-elemeni- 
20 included oxycarbonate, and a coaling-element-included 

hy d ro x yea rb o na te , 
wherein the coaling element is selected from the group 
consisting of A], Si, Ti, So, V, Gc> Ga, 'B, and As. 
1?s 2. The positive active material according to claim 1, 
wherein: 

the lithiaied compound is selected from the group con- 
sisting of compounds represented by the formulas I to 
13: 



35 



Li 3j Mn,.. v M v A, 


(1) 


U*Mn,_;\i v O,_,X vt 


(2.) 


U,.Vln,0.,,.X, 


Pi 


!i,Mn,.. y M ) .A, 


(4) 


ti v COj y M v A 3 


(5) 


U K Co J....J.M »oC...,X,. 


(6) 


f.^S'ij ... v M v Aj 


(7> 




(8> 


I J^Nl y ..yCOyO .. fX x 

hi^Si t ... y ... Jt <_.o y M JE A M 




(10) 




(:m 


UxXi v.. jjMttyMjtA^ 


(12) 


Li^Ni, o y M ,0 , , „X„ 


(J3j, 



45 0.95^x^1.1, 0^y^05, OgzSO.S, 0^ci^2, 

M is one selected from the group consisting of AJ, Ni, Co, 

Mn, Cr, Fc, Mg, Sr. V, or rare earth elements, 
A is selected from the group consisting of O, 1% S and P, 

50 anc1 

X is selected from the group consisting of F, S and P. 

3. The positive active material according to claim 1, 
wherein said at least two surface-treatment layers comprise 
at least two coaling elements selected from the group 
consisting of AI, Si, Ti, Sn, V, Ge, Ga, B, and As. 



U. A positive active material for a rechargeable lithium 
battery comprising: . 

a core comprising a lithiated compound; 

a first surface-treatment layer formed on said core, said 60 
first surface-treatment layer comprising at least one 
compound selected from the group consisting of an 
Al-included hydroxide, an Al-included oxyhydroxide, 
an Al-included oxycarbonate, and an Al-included • 
hydroxycarbonate; and 65 

a second surface-treatment layer formed on said first 
surface-treatment layer, said second surface-treatment 



14 

layer comprising at least one compound selected from 
the group consisting of an Si -included hydroxide, an 
Si-included oxyhydroxide, an Si-included 
oxycarbonate, and an Si-included hydroxycarbonate. 
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15. A positive active material for a rechargeable lithium 
30 battery, comprising: 

a core comprising a lithium-cobalt based compound; 

a first surface-treatment layer formed on said core, said 
first surface-treatment layer comprising at least one 
35 compound selected from the group consisting of an 
Si-included hydroxide, an Si-included oxy hydroxide, 
. an Si-included oxycarbonate, and an Si-included 
hydroxycarbonate; and 

a second surface-treatment layer formed on said first 
40 surface-treatment layer, said second surface-treatment 
layer comprising at least one compound selected from 
the group consisting of an Al-included hydroxide, an 
Al-included oxyhydroxide, an Al-included 
oxycarbonate, and an Al-included hydroxycarbonate. 

In this case, the application claims are broader or more generic than the patent claims, 
thus, the application claims are anticipated by the patent claims. Accordingly, a broad 
limitation/range is anticipated by a narrow limitation/range which lies within the broad 
limitation. In re Goodman. 

The '435 patent claims a positive active material as described above. However, the '435 
patent does not expressly claim the specific weight percent of the additive compound. 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising an additive compound including a hydroxide (CLAIMS 1 and 6/ COL 2, 
lines 5-25). // is noted that such coating compositions represent additive compounds, that is, 
compounds added to, included to or incorporated into the positive active material It is disclosed 
that such additive compound can be added in an amount ranging from 0.4 to 1 .0 % by weight 
(EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % of the borate powder 
(EXAMPLE 3) (^-emphasis added). 
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In spite of these disclosures, it would have been obvious to one skilled in the art at the 
time the invention was made to use the specific weight percent of the additive compound of 
Amatucci et al in the positive active material of the '435 patent as the Amatucci et al disclose 
that positive active materials having such additive weight percent exhibit improved cycle 
capacity and electrochemical performance. Furthermore, Amatucci et al directly teach the use of 
additive compound within the claimed range; and with sufficient specificity. 



5. Claims 1 and 10 are rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-5 and 12-17 of U.S. Patent No. 67531 1 1. 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because of the following reasons: 

The ' 1 1 1 patent claims the following (CLAIMS 1-5 and 12-17): 

1. A positive active material for a rechargeable lithium 
battery comprising: 
a core comprising a lithiated compound, the lithiated 

compound comprising a secondary particle having an 5 

average size larger than or equal to 1 //m and smaller 

than 10 fim in diameter, the secondary particle being 

formed of an agglomeration of small primary particles 

of an average size of 1 to 3 um in diameter; and 

a surface-treatment layer on the core, the surface- 10 ■ ♦ 
treatment layer comprising a coating-element-included 
oxide or a coating-element-included hydroxide, 
oxyhydroxide, oxycarbonate, hydroxycarbonate or a 
mixture thereof. 
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2. ITic positive active materia! according to claim 1, 
wherein the Initiated compound is at least one compound 
selected from the group consisting of compounds repre- 
sented by the formulas I to 11: 



IJ.Mn, ,M\A : 


0) 


20 




(2) 






C?> 




Li,Ma ? V M>\., 


<«) 


25 




(5) 




U.MCX.A, 


(«) 




14 Ni| y Co.C) 2 . A 


(7) 


30 




m 




1 i .Ni , .^Co>1 " ,< > ? .f.X^ 








00) 






(11) 





w lie rein: 

M is Ni or Co, 

M' is at least one element selected from the group 

consisting of AJ. Ni, Co, Cr, Fc, M^, Sr, V, Sc. Y, La, 

Ce, Pr, Nd, Pm, Sm, Eu, Gd, Tb, Dy, Ho, Er, Tm, Yb, 45 

Lu, Ac, Th, and Fa, 
M" is at least one element seleclecl from the group 

consisting of Al, Cr, Mn, Fe, Mg, Sr, V, Sc> Y, La, Ce, 

Pr, Nd, Pm, Sm, Eu, Gd, Th, Dy, Ho, Er, Tm, Yb. Lu, 

Ac, Th, and Pa, 50 
A is selected from the group consisting of O, F, S and P, 

and 

X is selected from the Qjroup, consistinojrf F, S and P. 

3. The positive active material according to claim 1, 
wherein the coy ling element, is selected from the group 55 
consisting of Mg, At, Co, K, Na, Co. Si, II, V, Gc, Ga„ H, As, 

a rut 7x. 

4. ITic positive active material according to claim 1, 
wherein the content of ttic coating element of the .surface - 
ireutmeiu layer is 2x'U)~ 5 to 1 wt % based on the weight of GO 
positive active material. 

5. ITic positive active material according to claim 4, 
wherein the content of the coating element of the surface- 
treatment layer is 0.001 10 1 wi % based on the weight of the 
positive active material. 6> 

In this case, the application claims are broader or more generic than the patent claims, 



thus, the application claims are anticipated by the. patent claims. Accordingly, a broad 



limitation/range is anticipated by a narrow limitation/range which lies within the broad 



limitation. In re Goodman. It is also noted that the specific weight percent of the additive 
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compound is an obvious variation of the claimed invention in the '111 patent claims as claims 4- 
5 thereof specifically claims the particular weight percent. 



6. Claims 1 and 10 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-15, 28-30, 32-35 of 
copending Application No. 1 0/1 89384 (US Patent Application Publication 2003/0054250). 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because of the following reasons: 

The copending application' 3 84 claims the following (claims 1-15, 28-30, 32-35): 

L An active material for a battery, comprising: 

a material that undergoes reversible electrochemical oxi- 
dation-reduction reactions and having a surface; 

a surface treatment layer on the surface and comprising a 
conductive agent and at least one coating-element- 
containing compound selected from the group consist- 
ing of a coating-element-amtaining hydroxide, a coal- 
ing-element-containing oxyhydroxide, a coating- 
element-containing oxycarbonate, a coating-element- 
containing hydroxycarbonate, and a mixture thereof. 
2. The active material of claim 1, wherein said material is 
selected from the group consisting of a metal, a lithium- 
containing alloy, a compound that reversibly forms a 
lithium-containing compound by a reaction with lithium 
ions, a material that reversibly intercalates/deinlercalates 
lithium ions and a lithiated intercalation compound. 



3. The active material of claim 2, wherein said material 
comprises the lithiated interealalion compound that is 
selected from the group consisting: of a lithium -containing, 
metal oxide, a liihiu m-eont ai ning chalcogcnide compound T 
and a carbon -based material. 

4. 'The active materia! of claim 2, wherein said material 
comprises (be lithiated intercalation compound that is at 
least one selected from the group consisting, of a lithium 
compound with the following formulas (I) to (13): 



U«Mn,..yM w A<. CO 
I ,.L t Mn, .. v M v C >., .. i'l) 

Li-,Mn.... v M,A 4 (<») 

I^O^^MvA. <5> 

U x <:a , ...vM . O j!„»X, (6) 

l.i*Ni,_ v M y 'A.. (7; 
Li It Ni,... v M y O,..,X, 

JJ H Ni a „ v Oo v 0 3 .^ r X a (9) 
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wherein 

n.95^jr<1.1; 0*z<0.S; 0*ftS2; 

M is at least one element selected from the group 
consisting of Al, Ni, Co, Mn, Cr, Fe, Mg, Sr, V, and rare 
earth elements; 

A is at least one element selected from the group 
consisting of O, F, S, and P; and 

X is at least one element selected from the group 
consisting of S, and P. 

5. The active material of claim 1, wherein the coating 
element is soluble in an organic solvent or water. 

6. The active material of claim 5* wherein the coaling 
element is ai least one selected from the group consisting of 
an alkali metal, an alkaline earth metal, a group 13 element 
of the Periodic Table, a group 14 element of the Periodic 
Table, a group IS element of the Periodic Table, and a 
transition metal. 

7. The active material of claim 6, wherein the coaling 
element is at least one selected from the group consisting of 
Mg, Al, Co, K, Na, Ca, Si, Ti, B, As, Zr, Sn, V, Ge, Ga, and 
a combination thereof. 

8. The active material of claim 1, wherein the coating- 
element -containing compound has either an amorphous or a 
crystalline phase. 

9. The active material of claim 1, wherein a thickness of 
said surface-treatment layer is 1 to 300 nm. 

10. The active material of claim 9, wherein a thickness of 
said surface-treatment layer is I to 100 nm. 

11. The active material of claim 1, wherein an amount of 
the coating clement is 2x10" 5 to 2% by weight of the active 
material. 

12. The active material of claim II , wherein the amount 
of the coating clement is 0.001 to 2% by weight of the active 
material. 

13. The active material of claim 1, wherein the conductive 
agent is at least one material selected from the group 
consisting of a carbon-based conductive agent, a graphite - 
based conductive agent, a metal -based conductive agent, and 
a metallic -com pound-based conductive agent. 

14. The active material of claim 1, wherein an amount of 
the conductive agent is 0.5 to 10% by weight of the active 
material. 

15. The active material of claim 14, wherein the amount 
of the conductive agent is 1 to 5% by weight of the active 
material. 



(JO.) 

(it) 

(12) 
(13) 
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28. An active material for a battery comprising: 

a material that has a surface and that undergoes reversible 
electrochemical ox id a lion -reduction reactions; and 

a surface treatment layer on the surface, the layer com- 
prising a conductive agent and an Al -containing com- 
pound selected from the group consisting of an A.I- 
coniaimng hydroxide, an Al-containing oxy hydroxide, 
an Al-cont aining oxycarbonate, an AJ -containing 
hydroxy carbonate, and a mixture thereof. 

29. An active material for a battery comprising: 

a material that has a surface and that undergoes reversible 
e lect roche m ic a 1 ox id a t ion-red u el ion re act ions; and 

a surface treatment layer on the surface, the layer com- 
prising a conductive agent and a B -containing com- 
pound selected from the group consisting of a B-con- 
taining hydroxide, a B-containing oxyhydroxide, a 
B-eontaining oxycarbonate, a B-containing hydroxy- 
carbonate, and a mixture thereof. 

30. An active material for a battery, comprising: 

a material that has a surface and that undergoes reversible 
electrochemical oxidation-reduction reactions; and 

a surface treatment layer coated on the surface, wherein 
said coated material is prepared by a method compris- 
ing: 

adding a conductive agent and a coating-element source 
to a sol vent selected from the group consisting of water, 
organic solvent, and a mixture thereof to prepare a 
coating liquid; 

adding said material to the coating liquid to coat said 
material; and 

drying I he coated material to form the surface -treatment 
layer comprising the conductive agent and at least one 
coating-elemenl-containing compound selected from 
the group consisting of a coa ting -element -containing 
hydroxide, a coating-elcmcnt-containing oxyhydrox- 
ide, a coa ling-element -containing oxycarbonate, a coat- 
ing-element -containing hydroxyearbonate, and a mix- 
ture thereof. 



32. An electrode for use in a battery, comprising: 
a current collector; and 

an active material coated with a layer, the layer compris- 
ing a conductive agent and at least one compound 
selected from the group consisting of a coating-ele- 
mcnl-cont aining hydroxide, a coating-element-contain- 
ing, oxyhydroxide, a c*oat in& -element -con t aining, oxy- 
carbonate, a coaling-elcment-containing 
hydroxyearbonate, and a mixture thereof, 

wherein said active material is coated on said current 
collector. 

33. A battery comprising: 

a first electrode comprising a current collector and a 
coated active material, the coaled active material com- 
prising a layer including a conductive agent and at least 
one compound selected from the group consisting of a 
coating-element -cont aining hydroxide, a coating-ele- 
ment containing oxy hydroxide, a coating-element -con- 
taining oxycarlxmate, a coating-element -containing 
hydroxyearbonate, and a mixture thereof; 

an electrolyte; and 

a counter electrode spaced apart from said first electrode 
to perform reversible oxidation-reduction reactions 
with said first electrode through said electrolyte. 

34. The active material of claim 1, wherein an average 
particle size of said material is 1 to 5(1 ,/«n. 

35. The active material of claim 34, wherein the average 
particle size is 5 to 2(1 jf/m. 
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In this case, the application claims are broader or more generic than the copending 
application'384 claims, thus, the application claims are anticipated by the copending 
application' 3 84claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman, It is also noted that the 
specific weight percent of the additive compound is an obvious variation of the claimed invention 
in the copending application '384 as claims 11-12 and 14-15 thereof specifically claims the 
particular weight percent. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



7. Claims 1 and 10 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-5 and 23-28 of 
copending Application No. 10/072923 {US Patent Application Publication 2003/0003352) in 
view of Amatucci et al 5705291 . Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following reasons: 

The copending application' 923 claims the following (CLAIMS 1-5 and 23-28): 

1. A positive electrode for a rechargeable lithium battery, 
comprising: 

a current collector; 

a positive active material layer coated on said current 
collector* said positive active material layer comprising 
a positive active material; and 

a surface-treatment layer on said positive active material 
layer, said surface treatment layer comprising a com- 
pound selected from the group consisting of a coating- 
element-included hydroxide, a coating-clement-in- 
cludcd oxy hydroxide, a coating-element-included 
oxy carbonate, a coating-element- included hydroxycar- 
bonale, and a mixture thereof. 

2. The positive electrode according to claim 1, wherein 
said positive active material comprises a lithiated compound 
selected from the group consisting of compounds repre- 
sented by the formulas 1 to 13: 
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1 j x Mft a V M,A, 

Ii.Mn^MyA., 
U *Co 1 . v M jA ? 
U lt Co,.. y M Jf O.,..,X y . 
ti*Ni, vy M y A, 

U x Nn . v ,c<» y m,o :! *x a 
lj x 4Ni t ^Mn y M A A d 
l.i^Ni , . y.. i .MnyM / 0>..„X rt 




wherein: 



0.95^x^.1.1; 0?gy^0.5; 0=5/. ^0.5: 0=*a£2, 

M is one element selected from I he group consisting of Al, 
Ni, Co, Mn, Cr, Fe, N4g, Sr, V, and rare earth elements, 

A is selected from the group consisting of O, F> and P, 



X is selected from the group consisting oi 7 F, S, and P. 

3. The positive electrode according to claim 1, wherein 
said surface -treatment layer comprises a coaling-clement 
selected from the group consisting of Mg, Al, Co, k, Na, Ca, 
Si, Ti y Sn, V, Gc, Ga, B, As, and Zr. 

4. The positive electrode according to claim 1, wherein 
said surface-treatment layer is formed by coaling the posi- 
tive active material layer with a coating liquid. 

5. The positive electrode according to claim 4, wherein 
the coating process includes one of a dipping method and a 
vacuum impregnation method. 

23. A positive electrode for a rechargeable lithium battery, 
comprising: 

a current collector; 

a positive active material layer coated on said current 
collector, said positive active material layer comprising 
a positive active material selected from the group 
consisting of lithium -cob alt chalcogenide, lithium- 
manganese chalcogenide, lithium-nickel chalcogenide 
and lit hi urn -nickel -manganese chalcogenide; and 

a surface-treatment layer on said positive active material 
layer, said sxirface treatment layer comprising a com- 
pound selected from the group consisting of a coating- 
element-included hydroxide, a coating-element-in- 
cluded oxyhydroxide, a coating-element-included 
oxycarbonatc, a coaling-element-included hydroxycar- 
bonale, and a mixture thereof, 

wherein the coating-element is one of Al and B. 
24. A positive electrode for a rechargeable lithium battery, 
comprising: 

a current collector; 

a positive active material layer coated on said current 
collector, said positive active material layer comprising 
a LiCoCK positive active material; and 

a surface-treatment layer disposed on said positive active 
material layer, said surface treatment layer comprising 
a compound selected from the group consisting of a 
coating-element-included hydroxide, a coating-ele- 
ment-included oxyhydroxide, a coating-element-in- 
cluded oxycarbonatc, a coating-element -included 
hydro xycarbonaie, and a mixture thereof, 



and 



wherein the coating-element is one of Al and B. 
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25. A lithium battery comprising: 

a first electrode comprising a layer of a lithtated com- 
pound coated with a surface treatment layer, the surface 
treatment layer comprising one of a coating-element- 
included hydroxide, a coating-elcmenl-ineluded oxy- 
hydroxide, a coaling-elemcnt-included oxycarbonate, a 
coating -element -included hydroxy carbon ale, and a 
mixture thereof; 

a second electrode comprising a material to reversibly 
intercalate lithium ions; and 

a separator and an electrolyte disposed between said first 
and second electrodes. 

26. The lithium battery of claim 25, wherein the coating 
element comprises one of Mg, Al, Co, K, Na, Ca, Si, Ti, V, 
Sn, Ge, B, As, and Zr. 

27. JTie lithium battery of claim 25, wherein the surface 
treatment layer has a thickness of at or between 1 and 100 
am. 



28. The lithium battery of claim 25, wherein said first 
electrode is prepared in accordance with a method compris- 
ing: 

treating a current collector, which is coated with a layer of 
a positive active material, with a coating liquid, the 
coating liquid comprising one of a coaling element and 
a co a ling-element -included compound; and 

drying the treated current collector to form the surface 
treatment layer comprising one of the coa ting-element - 
inc luded hydroxide, the coating-element-included oxy- 
bydroxide, the coating-element- included oxycarbonate, 
the coating-element-included hydroxycarbonate, and a 
mixture thereof. 



In this case, the application claims are broader or more generic than the copending 
application' 923 claims, thus, the application claims are anticipated by the copending 
application' 923 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman, 

The copending application' 923 claims a positive active material as described above. 
However, the copending application' 923 does not expressly claim the specific weight percent of 
the additive compound. 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising an additive compound including a hydroxide (CLAIMS 1 and 6/ COL 2, 
lines 5-25). It is noted that such coating compositions represent additive compounds, that is, 
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compounds added to, included to or incorporated into the positive active material It is disclosed 
that such additive compound can be added in an amount ranging from 0.4 to 1 .0 % by weight 
(EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % of the borate powder 
(EXAMPLE 3) {^emphasis added). 

In spite of these disclosures, it would have been obvious to one skilled in the art at the 
time the invention was made to use the specific weight percent of the additive compound of 
Amatucci et al in the positive active material of the copending application' 923 as the Amatucci 
et al disclose that positive active materials having such additive weight percent exhibit improved 
cycle capacity and electrochemical performance. Furthermore, Amatucci et al directly teach the 
use of additive compound within the claimed range; and with sufficient specificity. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

8. Claims 1 and 10 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-10 and 25-37 of 
copending Application No. 09/897445 {US Patent Application Publication 2002/0071990). 
Although the conflicting claims are not identical, they are not patentably distinct from each other 
because of the following reasons: 

The copending application'445 claims the following (CLAIMS 1-10 and 25-37): 

1. A positive active material for a rechargeable lithium 
battery comprising 

a core comprising at least one lithiatcd compound; and 

a surface-treatment layer on the core comprising at least 
"tic coating material selected from the group consisting 
of coating clement included hydroxides, oxyhydrox- 
ictes, oxycarbo nates, hydroxycarbonales and a mixture 
thereof. 

2. The positive active material of claim 1 wherein the 
lithiatcd compound is at least one lithiatcd compound rep- 
resented by the formulas 1 to 



Application/Control Number: 10/092,300 



Page 15 



Art Unit: 1795 



Li x Mn,„ v M'yAM 


(J) 


],i x Mn,.. y M , y C) 1 .. r A / , 


(2) 


Li x Mn 2 0 4 _*A a 


(3) 


Li x Mii2.. y M , rA 4 


(4) 


Li x M 1 „ y M" yA2 


(5) 


U x MO>.,A z 


(6) 




(7) 


LI x Ni 1 . y _ s OOvM"«Ao 


(89 


L^Ni , ^y-xMiiyM'jcA,., 


(9) 




(10) 


U x Ni 1 . y ..,Mn y M , JS 0 2 . a X u 


(U) 



where 

0.95 § x ^ 1 . 1 ,0 g y ^ 0.5,0 £ /.^0.5,0 £ aS 2, 



M is Ni or Co. 

M' is at least one clement selected from the group 
consisting of Al, Ni, Co, Cr, Fe, Mg, Sr, V, Sc, Y, L-a, 
Ce, Pr, Nd, Pro, Sm, Eu, Gd, Tb, Dv, Ho, Er, Tm. Yb, 
!..u, Ac, Th, Pa, U, Np, Pu. Am. Cm, Bk, CI, Bs, Fm, 
Md, No and I>, 

M' is at least one element selected from the group 
consisting of Al, Cr, Mn, Fe, Mg, Sr, V, Se, V, l,a, Ce, 
Pr, Ncl, Pm, Sm, Eu, Gd, Tb, Dy, Ho, Er, Tm, Yb, I.u, 
Ac, 111, Pa, U, Np, Pu. Am, Cm, Bk, Cf, lis. Fm. Md, 
No and It, 

A is selected from the group consisting of O, F, S and P, 
and 

X is selected from the group consisting of F, S and P 

3. The positive active material of claim 1 wherein the 
coating element of the coating material is soluble in organic 
solvents or water. 

4. The positive active material of claim 3 wherein the 
coating element of the coating material is at least one 
element selected from the group consisting of Mg, Al, Co, 
K, Na, Ca, Si, Ti, Sn, V, Ge, Ga, B, As, Zr, and a mixture 
(he re of. 

5. The positive active material of claim 1 wherein the 
coating material has amorphous or crystalline form. 

6. The positive active material of claim 1 wherein the 
surface- treatment layer has a thickness in the range of 0.1 
to 300am. 

7. T*he positive active material of claim 6 wherein the 
surface-treatment layer has a thickness in the range of 0.1 to 
KHJnm. 

8. The positive active material of claim 7 wherein the 
surface -treatment layer has a thickness in the range of 0.1 to 
5Gnm. 

9. The positive active material of claim 1 wherein the 
content of the coating element of the coating material is 
2x1 0" to 2 percent by weight based on the weight of the 
positive active material. 

10. The positive active material of claim 9 wherein the 
content of the coaling element of the coaling material is 
0.00 1 to 2 percent by weight based on the weight of the 
positive active material. 

25. A positive active material for a rechargeable lithium 
battery comprising 

a core comprising at least one lithiated compound; and 

a su rf ace-t rc a t men t I a y e r on the core com pr is i ng coa ting 
element- includetl-hyclroxide or oxyhydroxide. 

26. 'I lie positive active material of claim 25 wherein the 
lithiated compound is at least one lithiated compound rep- 
resented by formulas 1 to 11, 
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P.) 


l..i\Mn | ... V M' V A; „.„ A, 


(2) 




P) 


I.i x Mii ;? ... y M , y A <1 


(4) 


l-i*M :|l . iy M' y A 3 


(5) 




(«) 


Li^Nij „ v Co y 0 2 _. 2 A-,, 


(7) 


i J v \-t t . v . , a\\i "✓Act 


(#> 


l-i*N T »i~ y ^Mn/jAp 


(9) 




(30) 


Li x Ni , ... y ._. r M n y M VP ,.„<,,< ( , 


(11) 



where 

0.95 S kSI.T, OSy £0.5,0 £0.5,(1 "^a 

M is Ni or Co, 

M' is at least one element selected from the group 
consisting of AL Ni, Co, Cr, Fe, Mg, Sr, V, Sc\ Y, La, 
Cc, Fr, Nd, Pra, Sin, Eu, Gel, lb, Dy, Mo, Lr, Tm, Yb, 
Lu, Ac, Th, Pa, U, Np, Pu, Am, Cm, ftk, Cf, Es, Fm, 
Mcl, No and Lr, M" is at leas! one element selected from 
the group consisting of Al, Cr. Mn, Fe, Mg, Sr. V, Sc. 
Y, La, Cc, Pr, Nd, Pm, Sm, Eu, Gd, Tb, Dy, Ho, Er, Tm, 
Yb, Lu, Ac, Th, Pa, U, Np, Pu, Am, Cm, Bk% Cf, Es, 
Fm, Md, No and Lr, 

A is selected from the group consisting of O, F, S and P, 
and 

X is selected from I he group consisting of F, S and P. 

27. The positive active material of claim 25 wherein the 
coating element of the surface treatment layer is soluble in 
organic solvents or water. 

28. The positive active material of claim 25 wherein the 
coating element of the surface treatment layer is at least one 
element selected from the group consisting of Mg, Al, Co, 
K, Na, Ca, Si, Ti, Sn, V, Ge, Ga, 13, As, Zr, and a mixture 
thereof. 

29. I be positive active material of claim 25 wherein Ihe 
coaling material has amorphous or crystalline form. 

30. The positive active material of claim 25 wherein the 
content of the coating element of the surface-treatment layer 
is 2x1 0" 5 to 2 percent by weight based on Ihe weight of the 
positive active material. 

31. ITie positive active material of claim 30 wherein the 
content of the coating clement of the surface -treatment layer 
is 0.001 lo 2 percent by weight based on the weight of the 
positive active material. 

32. A positive active material for a rechargeable lithium 
battery comprising: 

a core comprising a lithium-cobalt chalcogenidc com- 
pound; and 

a suiTace-trealment layer on the core comprising Al(<) 1 1) 3 
or, AIO(OH). 

33. The positive active material of claim 32 wherein the 
content of Al of the surface-treatment layer is 2xl(r s to 2 
percent by weight based on the weight of the positive active 
material. 
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34. The positive active material of claim 33 wherein the 
content of Al of the surface-treatment layer is 0.001 to 2 
percent by weight based on the weight of the posit ive active 
material 

35. A positive active materia) for a rechargeable lithium 
battery comprising: 

a core comprising a lithium-manganese or lithium-cobalt 
chalcogemde compound; and 

a surface-treatment layer on the core comprising 
HB(OH) z 

36. The positive active material of claim 35 wherein the 
content of B of the surface-treatment layer is 2xI0~ 5 to 2 
percent by weight based on the weight of the positive active 
material. 

37. The positive active material of claim 36 wherein the 
content of B of the surface-treatment layer is 0.001 to 2 
percent by weight based on the weight of the positive active 
material. 

In this case, the application claims are broader or more generic than the copending 
application'445 claims, thus, the application claims are anticipated by the copending 
application'445 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman. It is also noted that the 
specific weight percent of the additive compound is an obvious variation of the claimed invention 
in the copending application '445 as claims 9-10, 30-31 and 36-37 thereof specifically claims the 
particular weight percent. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



9. Claims 1 and 10 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-10 and 25-37 of 
copending Application No. 10/627725 (US Patent Application Publication 2004/0018429). 
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Although the conflicting claims are not identical, they are not patentably distinct from each other 
because of the following reasons: 

The copending application' 725 claims the following (CLAIMS 1-10 and 25-37): 

1. A positive active material for a rechargeable lithium 
battery comprising 

a core comprising at least one lithiated compound; and 

a surface-treatment layer on the core comprising at least 
one coating material selected from the group consisting 
of coating element included-hydroxides, oxyhydrox- 
ides, oxycarbonates, hydroxy carbonates and a mixture 
thereof. 

2. The positive active material of claim 1 wherein the 
lithiated compound is at least one lithiated compound rep- 
resented by the formulas 1 to 11, 



Li x Mn 1 . y M' y A, (X) 

I J x Mn 1 . y M 'yOj . r Aj, (2) 

Li x Mn ? 0 4 _ z A z (3) 

l.i x Mn,_ y M' y A 4 (4) 

liM^M-yAjj (5) 

U x MO, 2 A Z (6) 

Li x Ni 1 ... y Co y 0 2 ... z A z (7) 

Li x Ni,_ y _,Co y M",A a (8) 
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Li 1 \i,..,,.„Mn J \IVV, 

1 ..i n Xi, _ v _ r M n v -VI ;,► ^.X,. 
whc rc 

0.95gx^'1 ..!» O^tfOgZ, 
M is N i or Co, 

IVf ' is at least one clement selected from the group 
consisting of AT, Mi, Co, C.*r r Pe, Mg, Sr, V, So* Y, I.^u, 
Co, Pr, K<U Pin, Sin, Bu, Cd. Th, Dv, Ho. Hr, Tm, Yb. 
f.u, Ac, Th, Pa, U, Np, Pu, Am, Cm, Bk, C I , Es, Fm, 
Mtl, No and l .r, 

is at least one; clumenl selected from the gnmp 
consisting of Al, Cr, N4n. Fc, Mg, Sr, V, So, Y, La, Oe, 
Pr, Nd, Pm, Sm, Bu, C.d, Dy, Ho, Br, 'I'm, Yb, I ,u, 
Ac, Th, Pa, U, Np, Pu, Am, Cm, Bk, CI", Bs, l-m, Mel, 
No and l.r, 

A is selected from the group consisting of O, F, S and P, 
and 

X is selected from the group consisting of 1% S and P 

3. The positive active material of claim 1 wherein the 
coating element of the coating, material is soluble in organic 
solvents or water. 

4. The positive active material of claim 3 wherein the 
coating element of the coating material is at least one 
element selected from the group consisting of Nig, AJL Co, 
K, Na, Ca, Si, Ti. Sn, V, C ie, C»a, U, As, 3&r, and a mixture 
thereof. 

5. The positive active material of claim 1 wherein the 
coating material has amorphous or crystalline form. 

6. The positive active material of claim 1 wherein the 
surface-treatment layer has a thickness in the range of O.X to 
300 nm. 



<to> 
<r.O 
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7. The positive active material of claim 6 wherein the 
surface -treatment layer has a thickness in the range of 0.1. to 
1.00 nm. 

H. The positive active material of claim 7 wherein the 
surface-treatment layer has a thickness in the range of 0.1 to 
50 nm. 

9. The positive active material of claim 1 wherein the 
content of the coating element of the coating material is 
2x10 to 2 percent by weight based on the weight of the 
posi t.ive a cti ve m a te ria 1 . 

10. The positive active material of claim 9 wherein the 
content of the coaling element of the coating material is 
0.001 to 2 percent by weight based on the weight of the 
positive active material, 

25. A positive active material for a rechargeable lithium 
battery comprising 

a core comprising at least one lilhiatcd compound, and 

a surface-treatment layer on the core comprising coating 
elcmenl-included-hydroxide or oxy hydroxide. 

26. The positive active material of claim 25 wherein the 
lithialed compound is at least one lithiated compound rep- 
resented by formulas 1 to 11, 



Ll x M.n t ... ¥ M'yAj 


0) 




(2) 


U v Mn,0,- ? A Jt 


(3) 


I,i,Mn,„ v M' y A (| 


{<*) 


y M\.A 2 


(5) 




(6) 


i.A x Si 1 _ v Co v O ._ r Aj, 


O) 


U A Ni , „ v „ f Co v M ** / A ., 


(*J 




(9) 


U x Ni t . y z .Co v M%0» a X a 


(10) 


U*N) , . v „ M n y M ,0 . . , ,X t) 


(ID 



where 

0.95^x^1.1. 0£y£0.5, 0 £a£2, 

M is Ni or Co, 

M' is at least one element selected from the group 
consisting of A.1, Ni, Co, Cr, Fe, Mg, Sr, V, Se, Y, La, 
Ce, Pr, Nd, Pin, Sm, Eu, Gd, Tb, Dy, Ho, Er, Tin, Yb, 
Lu, Ac, Th, Pa, U, Np, Pu, Am, Cm, Bk, Cf, Es, Fen, 
Md, No and Lr, 

M" is at least one element selected from the group 
consisting of Al, Cr, Mn, Fe, Mg, Sr, V, Sc, Y, La, Ce, 
Pr, Nd, Pm, Sm, Eu, Gd, Tb, Dy, Ho, Er, Tm, Yb, Lu, 
Ac, Th, Pa, U, Np, Pu, Am, Cm, Bk, Cf, Es, Fm, Md, 
No and Lr, 

A is selected from the group consisting of O, F, S and P, 
and 

X is selecled from the group consisting of F, S and P. 
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27. The positive active material of claim 25 wherein the 
coating element of the surface treatment layer is soluble in 
organic solvents or water. 

28. Mne positive active material of claim 25 wherein the 
coating element of the surface treatment layer is at least one 
clement selected from the group consisting of Mg, Al, Co, 
K, Na, Ca, Si, Ti, Sn, V, Ge, Ca, B, As, Zr, and a mixture 
thereof, 

29. The positive active material of claim 25 wherein the 
coaling material has amorphous or crystalline form. 

30. The positive active material of claim 25 wherein the 
content of the coaling clement of the surface -treatment layer 
is 2xt0~ 5 to 2 percent by weight based on t he weight of the 
positive active material. 

31. The positive active material of claim 30 wherein the 
content of the coating clement of the surface-treatment layer 
is 0.001 to 2 percent by weight based on the weight of the 
positive active material. 

32. A positive active material for a rechargeable lithium 
battery comprising: 

a core comprising a lithium -cobalt chalcogenide com- 
pound; and 

a surface -treatment layer on the core comprising A1(OH) 3 
or, AIO(OH). 

33. The positive active material of claim 32 wherein the 
content of Al of the surface -treatment layer is 2xll)" 5 to 2 
percent by weight based on the weighl of I he positive active 
material. 

34. The positive active material of claim 33 wherein the 
con lent of Al of the surface -ireatmenl layer is 0.001 !o 2 
percent by weight based on the weighl of the positive active 
material. 

35. A positive active material for a rechargeable lithium 
battery comprising: 

a core comprising a lithium-manganese or lithium-cobalt 
chalcogenide compound; and 

a surface -treatment layer on the core comprising 
HB(OH) 2 . 

36. The positive active material of claim 35 wherein the 
content of I) of the surfacc-irealment layer is 2xlO~ 5 to 2 
percent by weight based on the weight of the positive active 
male rial. 

37. The positive active material of claim 36 wherein the 
content of B of the surface-lreatment layer is 0.001 to 2 
percent by weight based on the weight of the positive active 
material. 



In this case, the application claims are broader or more generic than the copending 
application 5 725 claims, thus, the application claims are anticipated by the copending 
application' 725 claims. Accordingly, a broad limitation/range is anticipated by a narrow 
limitation/range which lies within the broad limitation. In re Goodman. It is also noted that the 



specific weight percent of the additive compound is an obvious variation of the claimed invention 
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in the copending application 725 as claims 9-10, 30-31 and 36-37 thereof specifically claims the 
particular weight percent. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

-12. Claims 1, 10, 38 and 40-41 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Amatucci et al 5705291 in view of the Japanese publication JP 09-171813 (hereinafter 
referred to as "the JP '813 publication"). 

The present claims are drawn to a positive active material composition wherein the 
disclosed inventive concept comprises the specific additive compound. 
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In reference to claims 1.10 and 40-41 : 



Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 



composition comprising a borate, lithiated borate, aluminate, lithiated aluminate, silicate, 



lithiated silicate or mixture thereof (ABSTRACT). It is also disclosed that the lithiated 



intercalation compound is coated with coating compositions comprising boron oxide, boric acid, 
lithium hydroxide , aluminum oxide, lithium aluminate, lithium metaborate, silicon dioxide, 



lithium silicate or mixtures thereof (CLAIMS 1 and 6/ COL 2, lines 5-25). It is noted that such 
coating compositions represent additive compounds, that is, compounds added to, included to or 
incorporated into the positive active material 



It is disclosed that such additive compound can be added in an amount ranging from 0.4 



to 1.0 % by weight (EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % 
of the borate powder (EXAMPLE 3) (^-emphasis added). 

6. A rechargeable battery cell comprising a negative 
25 electrode, a positive electrode, and an intermediate nonaque- 
ous electrolyte characterized in that said positive electrode 
comprises a particulate lithium intercalation compound the 
particles of which are coated with a passivating layer 
comprising an annealed coating composition comprising 
boron oxide, boric acid, lithium hydroxide, aluminum oxide, 
lithium aluminate. lithium metaborate, silicon dioxide, 
lithium silicate, or mixtures thereof. 



These objects, among others, have been achieved in the 
present in vend on by means of a novel lithium intercalation 
cell in which the surfaces of aggregate lithiated intercalation 
composition particulates comprising the positive cell elec- 
trode have been passivated by coating or encapsulation in a 
layer of a composition comprising a borate, lithiated borate, 
aluminate, lithiated aluminate, silicate, or lithiated silicate. 
Such a coating not only reduces the surface area, and thus 
the degree of activity, of the potentially catalytic particulate 
aggregates, but also provides a barrier layer which, while 
limiting contact between the electrolyte and the positive 
electrode particulates, does not seriously deter the passage of 
Lfions. 

In a preferred embodiment of the present invention, the 
surfaces of these particulates are coated with a layer of a 
composition comprising boron oxide, boric acid, lithium 
hydroxide, aluminum oxide, lithium aluminate. lithium 
metaborate, silicon dioxide, lithium silicate, or mixtures 
thereof. In another embodiment of the present invention, the 
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It is disclosed that the coating composition has either a glassy or crystalline form (COL 4, 
lines 13-17); in particular, the borate is amorphous (EXAMPLE 1). 

With respect to the lithiated compound: Amatucci et al teach the use of LiCoO?, 
LiNiO? and Li i+ vMmO^ (COL 1, line 38-42). EXAMPLES 1-3 illustrates the specific use of 
LiMn 2 0 4 (EXAMPLES 1-3). 

With respect to the specific method limitation: "the additive compound being prepared 
by the specific drying and temperature treatment (heat treatment), it is noted that a method 
limitation incorporated into a product (namely, product-by-process ) claim does not patentable 
distinguish the product because what is giyen patentably consideration is the product itself and 
not the manner in which the product was made. Therefore, the patentability of a product is 
independent of how it was made. 

Moreover, Amatucci et al disclose the process of annealing the material at a temperature 
in the excess of about 400 °C preferably in the range of about 500-800 °C (COL 2, lines 19-29). 
Hence, it is contended that at these temperatures, the drying of liquid necessarily occurs unless 
the liquid has an evaporation point higher than 800 °C Nevertheless, the claim language is 
silent as to the specific chemical composition of the liquid subjected to the drying step. 
In reference to claim and 10: 

Amatucci et al shows with sufficient specificity the use of H3BO3 and/or B 2 0 3 compounds 
among others. Amatucci et al also disclose the use of composition comprising a borate, lithiated 
borate, aluminate, lithiated aluminate, silicate, lithiated silicate or mixture thereof 
(ABSTRACT). It is also disclosed that the lithiated intercalation compound is coated with 
coating compositions comprising boron oxide, boric acid, lithium hydroxide, aluminum oxide, 
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lithium aluminate, lithium metaborate, silicon dioxide, lithium silicate or mixtures thereof 
(CLAIMS 1 and 61 COL 2, lines 5-25). 

In this respect, it is noted that EXAMPLE 3 shows the use of B? Oi and LiOH-H?Q to 
obtain a fine lithiated powder (EXAMPLE 3 or COL 5, lines 25-45). Thus, it is contended that a 
secondary product of such mixture combination of B2O3 and HOH-H2O can be a hydroxide of 
boron. 

As to claim 38: 

It is disclosed that positive electrode composition is associated with a current collector 
member all together (COL 2, lines 60-67). 

Amatucci et al'291 disclose a coated positive electrode according to the foregoing 
aspects. However, the preceding prior art fails to expressly disclose the specific thermal 
absorbent material; the specific weight percent range, and the additive compound not including 
lithium and not coating with the additive compound. 
With respect to claims 1 and 10: 

The JP'813 publication discloses a positive electrode active material including an 
inorganic material (ABSTRACT). In particular, the JP'813 publication discloses an active 
material comprising a lithiated compound and aluminum hydroxide (SECTION 0019-0021). It is 
noted that aluminum hydroxide is a thermal absorbent element. 

The JP'813 publication teaches the use of lithium multiple oxides such as LiCo02, 
LiNi02, LixNiyCol-y02 and LiMn204 (SECTION 0024). 
Concerning claim 38: 
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The JP'813 publication teaches the mixing of the lithiated compound and the aluminum 
hydroxide upon formation thereof and having deposited the composite material on the electrode 
support (SECTION 0020) including forming a composite slurry which is applied to a foil 
(SECTIONS 0035-0038). 

In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to use the specific additive compound not including lithium and not coating 
with the additive compound of the JP'813 publication in the positive active material of Amatucci 
et al as the JP'813 publication teaches that such additive compound provides a positive active 
material network structure with improved load and capacity characteristics; and excellent 
charging/discharging cycle-ability. 

{Emphasis supplied-*) With respect to the specific weight percent range, it would have 
been obvious to a skilled artisan at the time the invention was made to make the positive active 
material composition of Amatucci et al-the JP'813 by having the specifically claimed weight 
percent because even though the weight percent of Amatucci et al-theJP'813 does not overlap or 
lie inside the claimed weight percent a prima facie case of obviousness exists where the claimed 
ranges and prior art ranges do not overlap but are close enough that one skilled in the art would 
have expected them to have the same properties. Titanium Metal Corp. of America v. Banner 227 
USPQ 773 (Fed Cir. 1985); In re Woodruff 16 USPQ 2d 1934 (Fed Cir. 1990); In re Aller 105 
USPQ 233 (CCPA 1955). Moreover, the normal desire of scientists or artisans to improve upon 
what is already generally known provides the motivation to determine a satisfactory and 
optimum weight percent. 
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13. Claims 1, 10, 38 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Amatucci et al 5705291 in view of Yano et al 5827494. 

The present claims are drawn to a positive active material composition wherein the 
disclosed inventive concept comprises the specific additive compound. 
In reference to claims 1, 10 and 40: 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising a borate, lithiated borate, aluminate, lithiated aluminate, silicate, 
lithiated silicate or mixture thereof (ABSTRACT). It is also disclosed that the lithiated 
intercalation compound is coated with coating compositions comprising boron oxide, boric acid, 
lithium hydroxide , aluminum oxide, lithium aluminate, lithium metaborate, silicon dioxide, 
lithium silicate or mixtures thereof (CLAIMS 1 and 6/ COL 2, lines 5-25). // is noted that such 
coating compositions represent additive compounds, that is, compounds added to, included to or 
incorporated into the positive active material 

It is disclosed that such additive compound can be added in an amount ranging from 0.4 
to 1.0 % by weight (EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % 
of the borate powder (EXAMPLE 3) (^emphasis added). 

6. A rechargeable battery cell comprising a negative 

25 electrode, a positive electrode, and an intermediate nonaque- 
ous electrolyte characterized in that said positive electrode 
comprises a particulate lithium intercalation compound the 
particles of which arc coated with a passivating layer 
comprising an annealed coating composition comprising 

30 boron oxide, boric add, lithium hydroxide, aluminum oxide, 
lithium aluminate, lithium metaborate, silicon dioxide, 
lithium silicate, or mixtures thereof. 
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5 These objects, among others, have been achieved in the 
present invention by means of a novel lithium intercalation 
cell in which the surfaces of aggregate lithiated intercalation 
composition particulates comprising the positive cell elec- 
trode have been passivated by coating or encapsulation in a 

10 layer of a composition comprising a borate, tithiated borate, 
alumina te. lithiated aliiminafe, silicate, or lithiated silicate. 
Such a coating not only reduces the surface area, and thus 
the degree of activity, of the potentially catalytic particulate 
aggregates, but also provides a barrier layer which, while 

15 limiting contact between the electrolyte and (he positive 
electrode particulates, does not seriously deter the passage of 
LT ions. 

In a preferred embodiment of the present invention, the 
surfaces of these particulates are coated with a layer of a 
20 composition comprising boron oxide, boric acid, lithium 
hydroxide, aluminum oxide, lithium aiurninate. lithium 
metaborate, silicon dioxide, lithium silicate, or mixtures 
thereof. In another embodiment of the present invention, the 



Page 27 



It is disclosed that the coating composition has either a glassy or crystalline form (COL 4, 
lines 13-17); in particular, the borate is amorphous (EXAMPLE 1). 

With respect to the lithiated compound: Amatucci et al teach the use of LiCoO?, 
LiNiO? and Li i ^MmO^ (COL 1, line 38-42). EXAMPLES 1-3 illustrates the specific use of 
LiMn 2 0 4 (EXAMPLES 1-3). 

With respect to the specific method limitation: "the additive compound being prepared 
by the specific drying and temperature treatment (heat treatment), it is noted that a method 
limitation incorporated into a product (namely, product-by-process ) claim does not patentable 
distinguish the product because what is given patentably consideration is the product itself and 
not the manner in which the product was made. Therefore, the patentability of a product is 
independent of how it was made. 

Moreover, Amatucci et al disclose the process of annealing the material at a temperature 
in the excess of about 400 °C, preferably in the range of about 500-800 °C (COL 2, lines 19-29). 
Hence, it is contended that at these temperatures, the drying of liquid necessarily occurs unless 
the liquid has an evaporation point higher than 800 °C. Nevertheless, the claim language is 
silent as to the specific chemical composition of the liquid subjected to the drying step. 
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In reference to claim and 10: 

Amatucci et al shows with sufficient specificity the use of H3BO3 and/or B 2 0 3 compounds 
among others. Amatucci et al also disclose the use of composition comprising a borate, lithiated 
borate, aluminate, lithiated aluminate, silicate, lithiated silicate or mixture thereof 
(ABSTRACT). It is also disclosed that the lithiated intercalation compound is coated with 
coating compositions comprising boron oxide, boric acid, lithium hydroxide, aluminum oxide, 
lithium aluminate, lithium metaborate, silicon dioxide, lithium silicate or mixtures thereof 
(CLAIMS 1 and 6/ COL 2, lines 5-25). 

In this respect, it is noted that EXAMPLE 3 shows the use of B? Q^ and LiOH-H?Q to 
obtain a fine lithiated powder (EXAMPLE 3 or COL 5, lines 25-45). Thus, it is contended that a 
secondary product of such mixture combination of B2O3 and UOH-H20 can be a hydroxide of 
boron. 

As to claim 38: 

It is disclosed that positive electrode composition is associated with a current collector 
member all together (COL 2, lines 60-67). 

Amatucci et al'291 disclose a coated positive electrode according to the foregoing 
aspects. However, the preceding prior art fails to expressly disclose the specific thermal 
absorbent material (specific hydroxide compounds) and the specific weight percent range. 
With respect to claims 1 and 10: 

Yano et al disclose electrode active material of batteries using an active material powder 
which comprises composite particles comprising Ni-hydroxide or solid solutions particles 
consisting essentially of Ni-hydroxide the surface of which is covered with a mixed of Co- 
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hydroxide and the hydroxide of at least one metal (M) selected from the group consisting of Al, 
Mg (ABSTRACT). Yano et al further disclose that as regards indium and aluminum, where the 
content of indium hydroxide or aluminum hydroxide is large, no mixed crystals were obtained 
due to separation thereof (COL 9, lines 29-33). Thus, since no crystals were obtained, such 
hydroxides are not in crystalline form, thereby, they are in amorphous form. Therefore, Yano et 
al readily envision the addition of a hydroxide of Al, Mg or Co in electrode active materials 
regardless of the specific battery environment. 

In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to use the specific thermal absorbent material (specific hydroxide 
compounds) of Yano et al in the positive active material composition of Amatucci et al as Yano 
et al reveals that batteries using this electrode as positive electrode can therefore maintain, for a 
long period of time of charge-discharge cycles, the function of the increasing the conductivity of 
the electrode, thereby suppressing decrease in the discharge capacity in the course of charge- 
discharge cycles. As a result, the addition of a hydroxide of either Co, Mg or Al to an electrode 
active composition provides the benefits discussed above regardless of the specific battery 
environment. Note that the battery environment cannot be granted patentable weight because 
such a recitation occurs in the preamble, and substantially calls for an intended use of the 
positive active material composition. 

{Emphasis supplied-*) With respect to the specific weight percent range, it would have 
been obvious to a skilled artisan at the time the invention was made to make the positive active 
material composition of Amatucci et al-Yano et al by having the specifically claimed weight 
percent because even though the weight percent of Amatucci et al-Yano et al does not overlap or 
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lie inside the claimed weight percent a prima facie case of obviousness exists where the claimed 
ranges and prior art ranges do not overlap but are close enough that one skilled in the art would 
have expected them to have the same properties. Titanium Metal Corp. of America v. Banner 227 
USPQ 773 (Fed Cir. 1985); In re Woodruff 16 USPQ 2d 1934 (Fed Cir. 1990); In re Aller 105 
USPQ 233 (CCPA 1955). Moreover, the normal desire of scientists or artisans to improve upon 
what is already generally known provides the motivation to determine a satisfactory and 
optimum weight percent 

14. (At least) Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Amatucci et al 5705291 in view of the Korean publication KR 1997-56445 (heretofore the 
KR'445) [KR '445 is substantially equivalent to Korean reference KR 1999-34749 as set forth in 
the IDS dated 01/23/07 at page 6]. 

The present claims are drawn to a positive active material composition wherein the 
disclosed inventive concept comprises the specific additive compound. 
In reference to claim 1 : 

Amatucci et al disclose a positive electrode comprising a lithiated composition particulate 
comprising the positive electrode which have been coated with a passivating layer of a 
composition comprising a borate, lithiated borate, aluminate, lithiated aluminate, silicate, 
lithiated silicate or mixture thereof (ABSTRACT). It is also disclosed that the lithiated 
intercalation compound is coated with coating compositions comprising boron oxide, boric acid, 
lithium hydroxide aluminum oxide, lithium aluminate, lithium metaborate, silicon dioxide, 
lithium silicate or mixtures thereof (CLAIMS 1 and 6/ COL 2, lines 5-25). 7f is noted that such 
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coating compositions represent additive compounds, that is, compounds added to, included to or 
incorporated into the positive active material. 

It is disclosed that such additive compound can be added in an amount ranging from 0.4 
to 1.0 % by weight (EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % 
of the borate powder (EXAMPLE 3) (<— emphasis added). 

6. A rechargeable battery cell comprising a negative 

25 electrode, a positive electrode, and an intermediate nonaque- 
ous electrolyte characterized in that said positive electrode 
comprises a particulate lithium intercalation compound the 
particles of which are coated with a pas si v a Ling layer 
comprising an annealed coating composition comprising 

30 boron oxide, boric add, lithium hydroxide, aluminum oxide, 
lithium aluminatc. lithium mcta borate, silicon dioxide, 
lithium silicate, or mixtures thereof. 

5 These objects, among others, have been achieved in the 

present invention by means of a novel lithium intercalation 

cell in which the surfaces of aggregate lithiated intercalation 

composition particulates comprising the positive cell elec- 
trode have been pas si va ted by coating or encapsulation in a 
io layer of a composition comprising a borate, lithiated borate. 

aluminatc, lithiated aluminate, silicate, or lithiated silicate. 

Such a coating not only reduces the surface area, and thus 

the degree of activity, of the potentially catalytic particulate 

aggregates, but also provides a barrier layer which, while 
15 limiting contact between the electrolyte and the positive 

electrode particulates, does not seriously deter the passage of 

LT ions. 

In a preferred embodiment of the present invention, the 
surfaces of these particulates are coated with a layer of a 
20 composition comprising boron oxide, boric acid, lithium 
hydroxide, aluminum oxide, lithium aluminate. lithium 
metaborate, silicon dioxide, lithium silicate, or mixtures 
thereof. In another embodiment of the present invention, the 



It is disclosed that the coating composition has either a glassy or crystalline form (COL 4, 
lines 13-17); in particular, the borate is amorphous (EXAMPLE 1). 

With respect to the lithiated compound: Amatucci et al teach the use of LiCoO?, 
LiNiO? and Li i+ yMmO^ (COL 1, line 38-42). EXAMPLES 1-3 illustrates the specific use of 
LiMn 2 0 4 (EXAMPLES 1-3). 



With respect to the specific method limitation: u the additive compound being prepared 
by the specific drying and temperature treatment (heat treatment), it is noted that a method 



limitation incorporated into a product (namely, product-by-process ) claim does not patentable 
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distinguish the product because what is given patentably consideration is the product itself and 
not the manner in which the product was made. Therefore, the patentability of a product is 
independent of how it was made. 

Moreover, Amatucci et al disclose the process of annealing the material at a temperature 
in the excess of about 400 °C preferably in the range of about 500-800 °C (COL 2, lines 19-29). 
Hence, it is contended that at these temperatures, the drying of liquid necessarily occurs unless 
the liquid has an evaporation point higher than 800 °C. Nevertheless, the claim language is 
silent as to the specific chemical composition of the liquid subjected to the drying step. 
In reference to claim and 10: 

Amatucci et al shows with sufficient specificity the use of H3BO3 and/or B2O3 compounds 
among others. Amatucci et al also disclose the use of composition comprising a borate, lithiated 
borate, aluminate, lithiated aluminate, silicate, lithiated silicate or mixture thereof 
(ABSTRACT). It is also disclosed that the lithiated intercalation compound is coated with 
coating compositions comprising boron oxide, boric acid, lithium hydroxide, aluminum oxide, 
lithium aluminate, lithium metaborate, silicon dioxide, lithium silicate or mixtures thereof 
(CLAIMS 1 and 6/ COL 2, lines 5-25). 

In this respect, it is noted that EXAMPLE 3 shows the use of B? Ch and LiOH-LhO to 
obtain a fine lithiated powder (EXAMPLE 3 or COL 5, lines 25-45). Thus, it is contended that a 
secondary product of such mixture combination of B2O3 and UOH-H2O can be a hydroxide of 
boron. 
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Amatucci et al'291 disclose a coated positive electrode according to the foregoing 
aspects. However, the preceding prior art fails to expressly disclose the specific thermal 
absorbent material (specific hydroxide compounds) and the specific weight percent range. 
With respect to claim 1 : 

The KR'445 discloses that a Co-based hydroxide complex material is added to an 
electrochemically active material to increase the capacity of a cell containing the same (See 
ABSTRACT). 

In view of the above, it would have been obvious to one skilled in the art at the time the 
invention was made to use the specific thermal absorbent material (specific hydroxide 
compounds) of the KR'445 in the positive active material composition of Amatucci et al as the 
KR'445 teaches that a Co-based hydroxide complex material is added to an electrochemically 
active material to increase the capacity of a cell containing the same. In consequence, the 
addition of such a Co-based hydroxide material to an electrode active composition provides the 
benefits discussed above regardless of the specific battery environment. Note that the battery . 
environment cannot be granted patentable weight because such a recitation occurs in the 
preamble, and substantially calls for an intended use of the positive active material composition. 

{Emphasis supplied-*) With respect to the specific weight percent range, it would have 
been obvious to a skilled artisan at the time the invention was made to make the positive active 
material composition of Amatucci et al-the KR'445 by having the specifically claimed weight 
n percent because even though the weight percent of Amatucci et al-the KR'445 does not overlap 
or lie inside the claimed weight percent a prima facie case of obviousness exists where the 
claimed ranges and prior art ranges do not overlap but are close enough that one skilled in the art 
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would have expected them to have the same properties. Titanium Metal Corp. of America v. 
Banner 227 USPQ 773 (Fed Cir. 1985); In re Woodruff 16 USPQ 2d 1934 (Fed Cir. 1990); In 
re Aller 105 USPQ 233 (CCPA 1955). Moreover, the normal desire of scientists or artisans to 
improve upon what is already generally known provides the motivation to determine a 
satisfactory and optimum weight percent 

Response to Arguments 

1 . Applicant's arguments filed 09/14/07 have been fully considered but they are not 
persuasive. The Examiner remains unpersuaded. 

2. With respect to applicant's arguments about the apparent unexpected results obtained by 
using the specific method of preparation of the active material, the Examiner still stands by his 
comments below. That is to say, to date, no objective or sound evidence has been provided by 
the applicant to show or demonstrate the presence of such results. Therefore, the body of 
evidence before the Examiner is insufficient, incomplete and unsatisfactory to have a factual 
determination. 

3. With respect applicant's arguments concerning the comparison between the 
"commercially available additive" and the prior art additives, the Examiner still stands by his 
comments below. Since "the commercially available additive" is in no way the same material as 
or an equivalent material to disclosed additive material, there is no sufficient ground to associate 
the properties and/or characteristics thereof to the disclosed additive material, and no further 
evidence has been advanced by the applicant. Therefore, the target of comparing vis-a-vis the 
claimed additive against the disclosed additive has not been met yet. 
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4. (Emphasis added— >) In a relevant statement, the Examiner now adds the following 
precedent determination to further support the here presented prima-facie cases of obviousness: 

If a technique has been used to improve one material or product {adding a specific 
additive material made at least of a hydroxide-based compound to electrochemical active 
materials), and a person of ordinary skill in the art would recognize that it would improve similar 
materials or products in the same way {another electrochemical active material) using the known 
technique is obvious unless its actual application is beyond his or her skill. See KSR Int'l Co. v. 
Teleflex, Inc., 127 S. Ct. 1727, 1739 (U.S. 2007) & KSR International Co. v. Teflex Inc., 550 US, 
82 USPQ2d 1385 (2007). 

Stated differently, additive materials made at least of a hydroxide-based compound are 
familiar elements, additives, or features in this art, both individually and in combination, and the 
combination of these familiar elements, additives, features with the electrode material of 
Amatucci et al'291 according to known methods or techniques is likely to be obvious when it 
does no more than yield predictable results as here {i.e., an effective electrode material). See KSR 
Int'l Co. v. Teleflex, Inc., 127 S. Ct. 1727, 1739 (U.S. 2007). 

If a person of ordinary skill can implement a predictable variation or obtain a predictable 
result or characteristic, 35 USC 103 likely bars its patentability. See KSR Int'l Co. v. Teleflex, 
Inc., 127 S Ct. 1727, 1739 (U.S. 2007) & KSR International Co. v. Teflex Inc., 550 US, 82 
USPQ2d 1385 (2007). 

5. With respect to the art rejections, applicant has advanced that "the additive recited in the 
claims, exhibits better life cycle characteristics, compared to the commercially available 
additive, when prepared as recited in the independent claims", therefore, the prima-facie case of 
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obviousness has been overcome by the showing of unexpected results. In reply, the examiner 
points out that applicant is comparing his additive with "the commercially available additive" 
but not to the additive disclosed by the prior art. Therefore, applicant's rationale is insufficient to 
overcome the prior art of record as applicant has failed to come forward with objective evidence 
demonstrating unexpected results when compared to the additive formed by the combination of 
the prior art. There is no evidence of record to show that the characteristics and properties of the 
commercially available additive are the same or substantially the same as the characteristics and 
properties of the prior art additive. The burden is on the applicant to show differenced in product 
comparison. 

- MPEP 716.02(e) [R-2] Comparison With Closest Prior Art establishes this: 
"An affidavit or declaration under 37 CFR 1.132 must compare the claimed subject 

matter with the closest prior art to be effective to rebut a prima facie case of 
obviousness. In re Burckel, 592 F2d 1175, 201 USPQ 67 (CCPA 1979)" 

- MPEP 2112 [R-3] Requirements of Rejection Based on Inherency; Burden of 
Proof establishes this: 

"[T]he PTO can require an applicant to prove that the prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed product. 
Whether the rejection is based on inherency' under 35 U.S.C. 102, on prima facie 
obviousness' under 35 U.S.C. 103, jointly or alternatively, the burden of proof is the 
same... [footnote omitted]. " The burden of proof is similar to that required with respect to 
product-by-process claims. In re Fitzgerald, 619 F2d 67, 70, 205 USPQ 594, 596 
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(CCPA 1980) (quoting In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433-34 
(CCPA 1977)), 

6. With respect to the product-by-process issue, applicant is reminded that independent 
claims 1,10 and 40-41 recite a method step in an attempt to distinguish the positive active 
material by the way it is prepared. Thus, unless the Examiner is missing something or unaware of 
other rules, those claims qualify as product-by-process claims. 

Concerning this matter, MPEP 2113 [R-l] Product-by-Process Claims establishes the 
following: ONCE A PRODUCT APPEARING TO BE SUBSTANTIALLY IDENTICAL IS 
FOUND AND A REJECTION MADE, THE BURDEN SHIFTS TO THE APPLICANT TO 
SHOW AN UNOBVIOUS DIFFERENCE 

"The Patent Office bears a lesser burden of proof in making out a case of prima facie 
obviousness for product-by-process claims because of their peculiar nature " than when a . 
product is claimed in the conventional fashion. In re Fessmann, 489 F.2d 742, 744, 180 USPQ 
324, 326 (CCPA 1974). Once the examiner provides a rationale tending to show that the claimed 
product appears to be the same or similar to that of the prior art, although produced by a 
different process, the burden shifts to applicant to come forward with evidence establishing an 
unobvious difference between the claimed product and the prior art product. In re Marosi, 710 
F2d 798, 802, 218 USPQ 289, 292 (Fed Cir.1983) 

Accordingly, the examiner also asserts that it is not enough that applicant's 
representative personally believes that the prior art's positive active material does not possess the 
same structure or characteristic as applicant's positive active material. That is to say, the 
arguments of counsel cannot take the place of evidence in the record. An assertion of what seems 
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to follow from common experience is just attorney argument and not the kind of factual evidence 
that is required to rebut a prima facie case of inherent anticipation/obviousness (See MPEP 
716.01 and 2145: Consideration of Applicant's Rebuttal Arguments). 

So far, applicant has not provided any evidence whatsoever which may be used in favor 
of determining patentability of his invention. Upon showing of objective or sound evidence, 
favorable consideration may be given to the present application as long as the evidence/results be 
commensurate in scope with the present invention. A mere allegation that applicant's additive 
shows unexpected results when compared against an additive other than the one disclosed in the 
prior art do not rise to or surpass the level intended by the product-by-process, inherency or 
unexpected results rules as set forth in the MPEP. 

7. The examiner does not agree with applicant's characterization of the double patenting 
references. The examiner very believes that the scope of the subject matter claimed by the double 
patenting references is well within the scope of the invention currently sought by the applicant. 
Thus, the previous double patenting rejection are maintained for the reasons of record. 

Applicant is kindly reminded that timely filed terminal disclaimers in compliance with 37 
CFR 1.321(c) may be used to overcome actual or provisional rejections based on a nonstatutory 
double patenting ground. At this point of the prosecution, the submission of respective terminal 
disclaimers is suggested to reduce the number of issues pending in the present application. 

8. The gist of applicant's arguments is premised on the assertion that the prior art of record 
does not teach the specific weight percent of the additive compound ranging between 0.1 and 0.3 
weight %. Concerning this matter, as indicated in the rejections supra, (emphasis supplied^) it 
would have been obvious to a skilled artisan at the time the invention was made to make the 
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positive active material composition of Amatucci et al-the JP'813 or Amatucci et al-Yano et al 
by having the specifically claimed weight percent because even though the weight percent of 
Amatucci et al-the JP'813 or Amatucci et al-Yano et al does not overlap or lie inside the claimed 
weight percent a prima facie case of obviousness exists where the claimed ranges and prior art 
ranges do not overlap but are close enough that one skilled in the art would have expected them 
to have the same properties. Titanium Metal Corp, of America v. Banner 227 USPQ 773 (Fed 
Cir. 1985); In re Woodruff 16 USPQ 2d 1934 (Fed Cir. 1990); In re Alter 105 USPQ 233 
(CCPA 1955). Moreover, the normal desire of scientists or artisans to improve upon what is 
already generally known provides the motivation to determine a satisfactory and optimum weight 
percent 

9. In response to applicant's arguments, the recitation 'for a rechargeable lithium battery" 
has not been given patentable weight because the recitation occurs in the preamble. A preamble 
is generally not accorded any patentable weight where it merely recites the purpose of a process 
or the intended use of a structure, and where the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are able to 
stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 
F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951).' 

10. In response to applicant's argument that 'for a rechargeable lithium battery", a recitation 
of the intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. 
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1 1 . One more time , the arguments raised by the applicant constitute a substantial repetition of 
the same previously presented arguments. Thus, the examiner's response will be repeated here 
for the convenience of the applicant. 

12. The main contention of applicant's argument is premised on the assertion that "the 
JP'813 discloses using aluminum hydroxide as an additive compound in an amount of 10 weight 
percent in the production of the positive electrode. . .and not in an amount at or between 0.1 
weight % and 1 weight % based on the weight of the positive active material composition". In 
this respect, it is particularly noted that while applicant's statement about the teachings of the 
JP'813 is correct, applicant has completely overlooked the essence of the rejection. In other 
words, applicant has conveniently ignored the statutory basis used herein to reject claims 1-2, 5, 
10-11, 13 and 38-39. Applicant is respectfully reminded that the foregoing claims have been 
rejected under 35 USC 103(a) as being unpatentable over Amatucci et al'291 in view of the 
JP'813 publication. That being said, applicant is again reminded that 35 USC 103 statute 
permits, allows or approves the use of multiple (more than one) references to fully address the 
claimed limitations of an invention. This is exactly what the examiner has done, so far, in order 
to constructively address all the limitations. Applicant has argued that "Because there is no 
teaching or suggestion in JP'813 of using an additive compound in the amount recited in 
independent claims 1 and 10, it would not have been obvious to one of ordinary skill in the art to 
combine Amatucci with JP'813". However, applicant has been clearly and repeatedly instructed 
by the examiner that the primary reference (i.e. Amatucci) discloses aU the claimed limitations 
except the specific additive compound , that is to say, only the additive compound is not taught in 
Amatucci, not its respective weight amount. As just mentioned above, Amatucci discloses the 
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use of additive compounds which can added in an amount ranging from 0.4 to 1 .0 % by weight 
(EXAMPLES 1-3). In particular, EXAMPLE 3 shows the addition of 0.4 % of an additive 
powder (EXAMPLE 3) (^emphasis added). Stated somewhat differently, the primary reference 
does fully, completely and fairly address the limitation concerning the specific additive amount 
but it does not disclose the specific additive compound . And, to remedy such a deficiency the 
secondary reference (the JP 5 813) has been introduced or cited because the JP'813 does suggest 
an active material comprising a lithiated compound and aluminum hydroxide together or 
collectively. As such, a 35 USC 103 rejection combining these two references was issued. 
Nothing more, nothing less. Accordingly, the examiner verily believes that his 103 rejection is an 
appropriate and genuine action as a strong prima-facie case of obviousness has been fairly 
presented to the applicant. 

13. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, the two references are found to be pertinent to each other as well as to the field of 
applicant 's endeavor because the two references encompass positive electrode material 
including a lithiated compound and an additional component (additive). Thus, the chemical 
environment or chemistry of two references ' active material is so similar and compatible that 
one of ordinary skill in the art would necessarily end up looking at both references, singly or 
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collectively, in order to address the limitations of the claimed positive active material Thus, the 
very similar and compatible chemical environment or chemistry and field of endeavor of 
Amatucci et al and the JP '813 would suggest the desirability of their combination. 

14. In response to applicant's argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so 
long as it takes into account only knowledge which was within the level of ordinary skill at the 
time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). 

The following responses to applicant's arguments have been presented in previous office 
actions and are herein repeated to further address applicant's arguments and maintained for the 
reasons of record: 

15. The main contention of applicant's arguments is premised on the assertion that the 
primary reference "fails to teach or suggest an amorphous additive compound" (See amendment 
of 08/12/05 at page 9, 5 th full paragraph) because "Amatucci discloses using a film for 
coating... wherein the suitable materials for such coating film are either in a crystalline or glassy 
form, such as borates or aluminates (column 4, lines 9-15)" (See amendment of 08/12/05 at page 
9, 3 rd full paragraph). First of all, the examiner likes to point out that applicants have admitted 
that the prior art of record does use glassy form materials for coating. In this regard, applicants 
are then respectfully requested to double check and review their assertion, and thus, re-evaluate 
and reconsider their position because those of ordinary skill in the art know that a glassy material 
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(glass) stands for any of various amorphous materials formed from a melt by cooling to rigidity 
without crystallization (Refer to Merriam-Webster's, Collegiate Dictionary, 10 th Edition). 
Thus, a glassy material does not crystallize, thereby, it does not possess a crystalline structure. 
Simply put, glassy materials are amorphous materials. Hence, applicant's arguments with respect 
to the lack of an amorphous additive compound are in error and completely inapposite. 
16. Since applicants have overcome the 35 USC 102 rejection, the examiner will only 
address applicants' arguments concerning the 35 USC 103 rejection. In this regard, the principal 
contention of applicant's arguments is premised on the assertion that the prior art of record fails 
to reveal the specific amount (weight percent) of additive compound in the positive electrode. 
However, this assertion is not sufficient to overcome the rejection because the prior art (i.e. 
Amatucci et al'291 and the JP'813 publication) in combination does disclose the use of additive 
compound within the claimed range. Indeed, applicants' attention is particularly directed to 
EXAMPLES 7-i in the Amatucci et al reference. Those examples clearly show using the 
specific claimed amount of additive compound in the positive electrode. Applicant is reminded 
that the test for obviousness is what the combined teachings of the references would have 
suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981). 

Therefore, in view of the foregoing teachings, the examiner believes that it is fairly 
reasonable to contend that those of ordinary skill in the art would have sufficient sophistication 
to recognize that the specific additive compound of the JP'813 publication may be added by 
using exactly the same amount/percent as disclosed in Amatucci et al'291. Simply put, given that 
Amatucci et al'291 evidently teaches the use of an additive compound within the claimed range, 
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the skilled artisan will only need to substitute the JP'813 publication additive in the positive 
electrode of Amatucci et al'291. Stated somewhat differently, not because Amatucci et al'291 
fail to disclose the specific additive compound (the material) per se , it means that the additive 
compound of the JP'813 publication cannot be added in the same manner and amount as 
Amatucci et al'291 instruct to add their additive compounds, that is to say, nothing in the 
Amatucci et aP291 reference precludes the use of other additive compounds, in particular, the 
additive compounds of the JP'813 publication. Thus, in the event that applicants eventually 
argue that the examiner 's position is improper, applicant is now advised that showing of 
objective evidence would be necessary to demonstrate that the use of the additive compound of 
the JP y 813 publication, when used as taught (i.e. in the same amount/proportion) in Amatucci et 
al'291, would cause detrimental or deleterious damage(s) to the positive active material of 
Amatucci et al '29 J. Therefore, the burden would be shifted to the applicants to provide such 
objective evidence. 

17. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). This is to address applicant's 
arguments regarding the discussion of the references by itself, alone or singly. 

Conclusion 

18. This is an RCE of applicant's earlier Application No. 10/092300. All claims are drawn to 
the same invention claimed in the earlier application and could have been finally rejected on the 
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grounds and art of record in the next Office action if they had been entered in the earlier 
application. Accordingly, THIS ACTION IS MADE FINAL even though it is a first action in 
this case. See MPEP § 706.07(b). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no, however, 
event will the statutory period for reply expire later than SIX MONTHS from the mailing date of 
this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 
The examiner can normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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